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Claim Rejections - 35 USC § 102 and 103 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 , 6, 8 and 13 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Yoshida et al. (U.S. Patent No. 
6,569,610). 

Yoshida et al. discloses a silver halide photographic material comprising a 
polyethylene laminated paper support (column 33, line 40) having thereon one or more 
light-sensitive silver halide emulsion layers, characterized in that a light-insensitive 
hydrophilic colloid layer is between the light-sensitive layer closest to the support and 
said support, wherein said light-insensitive hydrophilic colloid layer contains a titanium 
oxide (column 33, line 42), and further characterized in that the light-sensitive layer 
closest to the support is a blue-sensitive layer containing silver halide grains having an 
average grain size (column 33, line 52) inclusive of the instant claims. 

Although Yoshida et al. does not specify the image clarity (C-value) of the 
processed photographic material, as determined using an optical wedge, utilizing a 
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particular L-size of said material, since a composition of matter is claims, i.e., a silver 
halide photographic material, and Yoshida et al. discloses said silver halide 
photographic material, it is asserted that the silver halide photographic material 
inherently possess the recited image clarity (C-value) of the processed photographic 
material, as determined using an optical wedge, utilizing a particular L-size of said 
material, and that the claimed photographic material lacks novelty, absent object 
evidence to the contrary. Assuming arguendo that Yoshida et al. does not inherently 
possess the recited image clarity (C-value) of the processed photographic material, as 
determined using an optical wedge, utilizing a particular L-size of said material, then 
Yoshida et al. is also relied upon under 35 USC 103, because it would have been 
obvious to one of ordinary skill in the requisite art at the time the invention was made to 
vary the L-size of the prior art photographic material and process said material, with 
reasonable expectations of achieving, absent object evidence to the contrary, the 
advantages generally taught therein. 

4. Claims 1,4-6, 8 and 11-13 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Ueda et al. (U.S. Patent 
No. ). 

Ueda et al. discloses a silver halide photographic material comprising a 
polyethylene laminated paper support (column 12, line 22) having thereon one or more 
light-sensitive silver halide emulsion layers, characterized in that a light-insensitive 
hydrophilic colloid layer is between the light-sensitive layer closest to the support and 
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said support, wherein said light-insensitive hydrophilic colloid layer contains a latex, a 
lipophilic compound and or a titanium oxide (column 12, line 30+), and further 
characterized in that the light-sensitive layer closest to the support is a blue-sensitive 
layer (column 13, line 45) containing silver halide grains having an average grains size 
inclusive of the instant claims. 

Although Ueda et al. does not specify the image clarity (C-value) of the 
processed photographic material, as determined using an optical wedge, utilizing a 
particular L-size of said material, since a composition of matter is claims, i.e., a silver 
halide photographic material, and Ueda et al. discloses said silver halide photographic 
material, it is asserted that the silver halide photographic material inherently possess 
the recited image clarity (C-value) of the processed photographic material, as 
determined using an optical wedge, utilizing a particular L-size of said material, and 
that the claimed photographic material lacks novelty, absent object evidence to the 
contrary. Assuming arguendo that Ueda et al. does not inherently possess the recited 
image clarity (C-value) of the processed photographic material, as determined using an 
optical wedge, utilizing a particular L-size of said material, then Ueda et al. is also relied 
upon under 35 USC 103, because it would have been obvious to one of ordinary skill in 
the requisite art at the time the invention was made to vary the L-size of the prior art 
photographic material and process said material, with reasonable expectations of 
achieving, absent object evidence to the contrary, the advantages generally taught 
therein. 
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5. Claims 1 , 3, 6, 8, 10 and 13 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Deguchi et al. (U.S. 
Patent No. 5,415,982). 

Example 1 of Deguchi et al. discloses a silver halide photographic material 
comprising a polyethylene laminated paper support (column 53, line 65) having thereon 
one or more light-sensitive silver halide emulsion layers, characterized in that a light- 
insensitive hydrophilic colloid layer is between the light-sensitive layer closest to the 
support and said support, wherein said light-insensitive hydrophilic colloid layer contains 
a thiosulfinic acid compound and/or a titanium oxide, and further characterized in that 
the light-sensitive layer closest to the support is a blue-sensitive layer containing silver 
halide grains having an average grains size inclusive of the instant claims. 

Although Deguchi et al. does not specify the image clarity (C-value) of the 
processed photographic material, as determined using an optical wedge, utilizing a 
particular L-size of said material, since a composition of matter is claims, i.e., a silver 
halide photographic material, and Deguchi et al. discloses said silver halide 
photographic material, it is asserted that the silver halide photographic material 
inherently possess the recited image clarity (C-value) of the processed photographic 
material, as determined using an optical wedge, utilizing a particular L-size of said 
material, and that the claimed photographic material lacks novelty, absent object 
evidence to the contrary. Assuming arguendo that Deguchi et al. does not inherently 
possess the recited image clarity (C-value) of the processed photographic material, as 
determined using an optical wedge, utilizing a particular L-size of said material, then 
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Deguchi et al. is also relied upon under 35 USC 103, because it would have been 
obvious to one of ordinary skill in the requisite art at the time the invention was made to 
vary the L-size of the prior art photographic material and process said material, with 
reasonable expectations of achieving, absent object evidence to the contrary, the 
advantages generally taught therein. 

6. Claims 1 and 5- 7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over either Nakamura (U.S. Patent No. 
5,578,426) or Fukuzawa et al. (U.S. Patent No. 5,328,818). 

The examples of each of Nakamura and Fukuzawa et al. discloses a silver halide 
photographic material comprising a polyethylene laminated paper support having 
thereon one or more light-sensitive silver halide emulsion layers, characterized in that a 
light-insensitive hydrophilic colloid layer is between the light-sensitive layer closest to 
the support and said support, wherein said light-insensitive hydrophilic colloid layer 
contains a lipophilic compound, a titanium oxide and/or a colloidal silver. 

Although Nakamura and Fukuzawa et al. do not specify the image clarity (C- 
value) of the processed photographic material, as determined using an optical wedge, 
utilizing a particular L-size of said material, since a composition of matter is claims, i.e., 
a silver halide photographic material, and each of Nakamura and Fukuzawa et al. 
discloses said silver halide photographic material, it is asserted that the silver halide 
photographic material inherently possess the recited image clarity (C-value) of the 
processed photographic material, as determined using an optical wedge, utilizing a 
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particular L-size of said material, and that the claimed photographic material lacks 
novelty, absent object evidence to the contrary. Assuming arguendo that each of 
Nakamura and Fukuzawa et al. does not inherently possess the recited image clarity 
(C-value) of the processed photographic material, as determined using an optical 
wedge, utilizing a particular L-size of said material, then each of Nakamura and 
Fukuzawa et al. is also relied upon under 35 USC 103, because it would have been 
obvious to one of ordinary skill in the requisite art at the time the invention was made to 
vary the L-size of the prior art photographic material and process said material, with 
reasonable expectations of achieving, absent object evidence to the contrary, the 
advantages generally taught therein. 

7. Claims 1,2 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Zorn et al. (U.S. Patent No. 3,945,829) in view of Nakamura (U.S. Patent No. 
5,578,426). 

The examples in Zorn et al. (columns 7-8) discloses a silver halide photographic 
material comprising a support having thereon one or more light-sensitive silver halide 
emulsion layers, characterized in that a light-insensitive hydrophilic colloid layer is 
between the light-sensitive layer closest to the support and said support, wherein said 
light-insensitive hydrophilic colloid layer contains a mercapto-heterocyclic compound, a 
lipophilic compound and/or a titanium oxide. However, Zorn et al. does not exemplify 
the use of a polyethylene laminated paper support. 
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Nakamura is relied upon for its teaching of a silver halide photographic material 
comprising a polyethylene laminated paper support having thereon one or more light- 
sensitive silver halide emulsion layers, characterized in that a light-insensitive 
hydrophilic colloid layer is between the light-sensitive layer closest to the support and 
said support, wherein said light-insensitive hydrophilic colloid layer contains a lipophilic 
compound, a titanium oxide and/or a colloidal silver. 

It would have been obvious to one of ordinary skill in the requisite art at the time 
the invention was made incorporate a polyethylene laminated paper support as taguth 
in Nakamura into the photographic material of Zorn et al. , and to subsequently vary the 
L-size of the prior art photographic material prepared with the combined teachings of 
Zorn et al. and Nakamura and process said material, with reasonable expectations of 
achieving, absent object evidence to the contrary, the advantages generally taught 
therein. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Geraldine V. Letscher whose telephone number is (571 ) 
272-1334. The examiner can normally be reached 8:00am to 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly can be reached on (571) 272-1526. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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